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KA PE©OOPMHU PEXKUMA OAI'OBOPHOCTU UHTEPHET
INOCPEJJHUKA 3A ITIOBPEY KUTA
—ITPEJMET GUCCI V. ALIBABA

Jp Jeaena hepanuh Iepumuh*

Ancmpakm: O02060pHOCM UHMEPHEM NOCPEOHUKA 34 NOBPedy Hcuea
J€OHO je 00 CNodCeHUjux numarba ca Kojuma ce cyo4asa npaso UHmeneKmya-
He ceojune oanac. /o nogpede xcuea Hajuewthe oonasu na niamgopmama 3a
€NeKMPOHCKY MP2OUHY NPOOaAjoM Kpugomeopene pobe. Mnmeprem nocpeoHu-
YU HUCY HYHCHO HENOCPeOHO NOBE3AHU ca NOBPedoM dicuzd, eeh ceojum ycuyea-
ma Hajuewhe camo omozyhaeajy npooajy kpusomeopere pobe. Y mom ciyuajy,
OHU Mo2Y, N00 o0peheHum Yciosuma, oumu noCPeoHo 002080PHU 3d NOBPEO)Y
arcuea. Y CAJl-y 0okmpuna nocpeone 0020860pHOCMU pe3yImam je cyocke npak-
ce. Yemanoemwena ocamoecemux coouna 2(0). éexa, 08a OOKMPUHA 8PEMEHOM je
npeyusupana, a reH oncez npumene npouupeH, usmehy ocmanoe, U Ha cajmoege
3a AYKYujcKy npooajy pode. ¥ nocneorwux decemak 200UHa, OOULIO je 00 HA2N02
nopacma opoja 08aKeux cajmosa u eKCnamsuje eleKmpoHcKe mpeosuHe Yonuime.
Cmoea ce Hamehe numarbe a0eK8amHocmu npumeHe OOKMpUHe nocpeone 0020-
soprocmu. Ananuzupajyhiu npeomem Gucci v. Alibaba, pao nacmoju oa yxasice
Ha nompeoby peghopme pexrcuma 002080pHOCU UHMEPHENM HOCPEOHUKA ) CKAAOY
ca uUBMerbeHUM OKOIHOCIUMA Y KOJUMA ce 008Ujd eleKmpOHCKA Mpeosund, d y
yuwy eghuxachujee cyzoujara npooaje Kpusomeopere pooe Ha UHMeEPHemy.

Kwyune peuu: nocpeona oo2oeoprnocm, unmepHem nocpeoHux, nogpe-
0a JHcuea, eneKmpoHCKa mpeosuHd, KpueomeopeHa pooa.

" Buiy Hay4dHU capajHuK, MHCTHTYT 3a yrnopeaHo npaso beorpan
ceranicj@gmail.com
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1. YBoaHe HanoMeHe

®enomen HeopiamheHe ynorpede Tyhe »urom 3amtuheHe o3Hake
HHUj€ HOB U MOCTO0ja0 j€ MHOTO Ipe JUHAMHYHOT Pa3Boja €IEKTPOHCKUX KO-
MYHHKaIlFja U eJIeKTPOHCKe TproBuHe. OBaKBe pajbe Cy KAKIHUBE U MPaB-
HU OKBH Jp)KaBa HECYMIbMBO IITUTH TPABO KOpHUIIhema KHUra, Kako Kpo3
rpaljaHCKOTIpaBHE TOCTYTIKE, TAaKO M MyTEM NpPEeKpIlaja U KPUBHYHOIIPABHE
3amTuTe. Pa3BojeM €NeKTpOHCKE TProBHHE ce Mel)yTMM pa3Buja U yiora
Tpehe cTpaHe y nocTynky kopuiihemwa )kura Ha UHTEPHETY, XOCTUHT IIPOBaj-
nepa.! XoCcTUHT MpoBajaep MojapasyMeBa yCIyry CKIQIUIITSHha MoaTaka y
CJIEKTPOHCKO] hopmMu.?

Wnage, y mporiec KOMyHHKAIlMje Ha MHTEPHETY, YKJbYUEH j€ BEIUKH
0poj cybjekara, a muxoBe yiore Mel)ycoOHo ce pa3nukyjy. Kana je ped o ko-
punihemy )KUroM 3amTuheHe 03HaKe Ha MHTEPHETY, U3/[Bajajy ce€ TPH Ipyme
cy0Ojekara: KOPHCHUIM MHTEPHETA, MPYKAOLX WHTEPHET yciyra (MHTEpHET
MTOCPETHUIIH, XOCTHHT ITPOBAjACPH) U TUTYIIAPH KUTOBA.

WuTepHeT nmocpeaHnIn HICY HY)KHO HETIOCPEIHO TIOBE3aHHU Ca TOBpe-
nom xura. Kaga To jecte citydaj, OoHM OATOBapajy Mo OMIITAM MPAaBHINMA 32
Heosnamtheny ynorpeOy tyher xura. [Ipobnem ce, melhyTum, jaBsba y OHUM
Clly4ajeBUMa, IITABUILIE PETEKHUM, KaJl j€é UHTEPHET OCPEIHUK CBOJOM yC-
ayrom oMoryhmo mocTtaBibamke HE03BOJLEHOT cajapikaja. Taga je oaroBop-
HOCT TMpYy’Kaolia yclyre nocpeana (mojesbeHa, OAroBOPHOCT 3a Ipyror).’

C 003upoM Ha AMHAMUKY pa3Boja AUTHUTAIHE TEXHOJIOTH]E U T0jaBy
MacoOBHOT Kopuithema MHTEpHETa, MUTakba y BE3H ca KOpUIIhemeM KUTOM
3amTuheHe 03HaKe Ha HHTEPHETY TIOCTajy CBE CIIOXKEHHU]a. Y TOKY IMOCIEHHEe
7B JICTICHUj€ YCTAaHOBJHCHE Cy CMEPHHIIC M PETYIaTOPHU OKBHP 3a PETH-
CTpallrjy JKUTrOM 3alITUNEeHUX O03HaKa Kao MMEHa JIOMEeHa,* Kao U 3a mpume-

' M. PesbanoBul, ,,OArOBOPHOCT XOCTHHT HPOBajaepa 3a MOBPEIY JKUra — MPAaBHU OKBHP M MPaKca y
Penyomuun Cp6uju®, Aumenexmyanna ceojuna u unmepnem (yp. JI. Ilonosuh), IIpaBun ¢axynrer
Yuusepsurera y beorpany, beorpan 2017, 12.

2 XOoCTHHT MpoBajep u3HajMibyje opeheH eneKTPOHCKH MPOCTOP KOPHCHHUKY, Y KOJH CE CKIIAIHIITE
SJISKTPOHCKH TI0JIALM KOje KOPUCHUK H3adepe. Y HajIIupeM CMHCITY, O]l XOCTHHIOM ce Mojpa3yMeBa
CBaKO M3HA]MJBHBAKE IPOCTOPA KOPHCHUIIMMA Ha CEPBEPY MPOBajaepa, 6e3 0031upa Ha HAMEHY HEerOBOT
xopuinhema. (M. PespanoBih, OAroBOpHOCT XOCTHHT TPOBajepa 3a MOBpeJe MpaBa HHTEICKTyalHe
cBojuHe y mpaBy CpOuje u cycemHux npxapa“, Mmwmenexmyanna ceojuna u uumeprem (yp. .
[omoswuh), [IpaBau daxynrer Yausepsutera y beorpany, beorpan 2016, 116.).

3 C. PanosanoBuh, ,,I'palaHckonpaBHa OATOBOPHOCT MHTEPHET MOCPEIHHKA 3a MOBPEIY ayTOPCKOT
IIpaBa — yHOpeIHONPaBHY acnekar™, Mnmenexmyanna ceojuna u unmepnem (yp. J1. Illonosuh), [Tpasan
¢daxynrer YHuBepsurera y beorpany, beorpan 2015, 86-87.

4 Bun. 1. Honosuh, Pecucmpayuja nazuea unmepnem oomena u npaso dvcued, llpaBHu (akynter
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HY TEPUTOPHjaTHUX 3aKOHA 332 KOpHIIheme KHUroM 3alTHheHNX O3HaKa Ha
uHTepHeTy.” Mnak, muTame OJroBOPHOCTH HHTEPHET MOCPEIHUKA Tj. OHJIAjH
iatropmMu 3a MOBPEy XKHra MpPOAajoM KPUBOTBOpEHE polOe Ha HHHXOBHM
CajTOBUMA M J1aJhe je KOHTPOBEP3HO, HAPOUUTO y CBETIY PA3IUYUTHX CYJI-
CKHX OJUTyKa y CBeTy.®

Pexxum 0IrOBOPHOCTH MHTEPHET IMOCPEIHIKA 32 TIOBPE/TY JKUTa Yy Ipa-
By CAJI pesynrar je cyacke npakce. [Torpeda 3a peopmom 0BOT pexuma cBe
je m3paxenuja ca nosehameM Opoja marhopmMu 3a eIeKTPOHCKU TPTOBHHY U
HOBUM TPEHIOBUMA y BE3U Ca HAYMHUMA HUXOBOT (QYHKIIHOHHCAA. Y PaIy
je HajIpe mpecTaBbeHa caMa JIOKTPHHA TIOCPEIHE OATOBOPHOCTH U YCIIOBH
3a BEeHO ycrnocraBibame y npaBy CAJl. HakoH Tora pasmMoTpeH je mpeaMer
Gucci v. Alibaba, xoju je TOHOBO OTBOPHO J1e6aTy 0 MOTpedu U3MEHE peKuMa
OJITOBOPHOCTH MHTEPHET nocpenHuka. [loceOHa maxma y pany mocBeheHa
je MCIHUTHBaKY aJeKBaTHOCTU NMpHMeHe nperneneHura Tiffany v. eBay y crmo-
py Gucci v. Alibaba. Pan HacToju 1a yKake Ja yjiora HHTEpHET TOCPETHUKA
Mopa OUTH aKTHBHH]jA, Y CMUCITY J1a 3ajeTHO ca TUTyJapuMa XUTroBa HaJ[3UPY
CBOje IaTGopMme 3a eNIEKTPOHCKY TPrOBHHY, a CBE Y LIUJbY CIIpEeYaBarba Mpo-
Jlaje KpUBOTBOpPEHE poOe HA MHTEPHETY.

2. loxkTpuHa nocpeane onropopaoctu y CAJl

JlanxamoB 3akoH (eHrn. Lanham Act) n3 1946. rogune, KOjuM je
ypeheno xuropHo nmutame y CA /] Ha deepasHOM HUBOY, HE CaIpiKU openoe
0 TMOCPEAHOj OATOBOPHOCTH. JIOKTpHHA ITOCcpeiHe (CeKyHAapHe, UHANPEKTHE)
OJITOBOPHOCTH 3a MOBPE/Y JKUra HACcTaja je Kao pe3yirar CyACKe Mpakce, a
MOYMBA HA JEJIMKTHOM OOMYajHOM TpaBy (eHII. common law of torts). Y
CKJIaJy ca MPUHIUIIMMA WHAUPEKTHE KPUBUYHE (JCTUKTHE) OATOBOPHOCTH,
,JIAIIE j& OJITOBOPHO YKOJWKO J103BONU [Tpehoj ocobu| aa nenyje BeroBuM
cpeactBuMa, 3Hajyhu wim nMajyhu ocHoBa Jja 3Ha Ja Taj ApyTH Jeiyje Win
he nemoBatu nenMUKTHO.””

Yuusep3urera y beorpany, beorpax 2014.

3 WIPO Joint Recommendation Concerning Provisions on the Protection of Marks, and Other Industrial
Property Rights in Signs, on the Internet, WIPO Publication No. 845, Geneva, http://www.wipo.int/
edocs/pubdocs/en/marks/845/pub845.pdf, 20. 07. 2019.

¢ M. Senftleben, “An Uneasy Case for Notice and Takedown: Context-Specific Trademarks Rights”,
http://papers.ssrn.com/sol3/papers.cfm?abstract id=2025075, 20. 07. 2019.

7 K. M. Saunders, G. Berger-Walliser, “The Liability of Online Markets for Counterfeit Goods: A
Comparative Analyses of Secondary Trademark Infringement in the United States and Europe”,
Northwestern Journal of International Law & Business, 37/2011, 41-42.
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VYcnoBe 3a ycnocTaBibame ocpegHe onropopuocty Bpxosuu cyn CA /|
YCTaHOBHO je ocamzeceTux roauna 20. Beka. Y JerieHrjama Koje cy yciaeau-
Jie, aMepUIKH CYJIOBH JIaJbe Cy pa3BHjaii OBY JOKTPUHY, IIHpehu BeH orcer
pUMECHE.

2.1. Inwood TecT

BpxoBuu cyn CAJIl y npenmery Inwood Laboratories Inc. v. Ives
laboratories Inc.’ ycTaHOBHO je KPUTEPHjyMe 3a YCIIOCTAaBJbAE MOCPEIHE
OAITOBOPHOCTH. Y OBOM mpeamety u3 1982. roaune, Ty)keHH npousBohad jie-
KOBa MPOJIA0 j€ aroTeKaMa JICKOBE KOjH M3IIenajy kKao renepuuku. [lojeaune
aroTeKe MpojaBaie Cy Aajbe Taj JIK MpecTaBibajyhu ra kao Openaupan. Ty-
KHJIAI] j€ TYXKHO Tporu3Bol)ada JeKoBa 3a MOCPEAHY MOBPEdy kura. BpxoBHu
Cyq 3ay3eo je cienehe CTaHOBHIITE: YKOJIMKO Mpou3Bohad Ml AUCTPpUOyTEp
HaMEpHO HAaBOJM HEKOTa Ha MOBPEIy JKUra, MM aKo HAacTaBJba Jla CHaOeBa
CBOjUM TIPOM3BOMIMA HEKOT'a 32 KOTa 3Ha MJIM MMa OCHOBA JIa 3Ha J1a j€ YKIbY-
YeH y MOBpeNy KHra, mpou3Bohad WM TUCTPUOYTEP MOCPEIHO j€ OITrOBO-
paH 3a CBaKy MOBpEIly HAHETY Kao pe3ynrar npesape. Jlakie, Ha OCHOBY T3B.
Inwood Tecta ocToje IBe CUTYallHje Y KOJUM Ce MOXKE YCTAaHOBUTH ITOCPEI-
Ha oxnroBopHoct.” To cy: (1) HamepHO HaBohewe U (2) HacTaBak cHaO/IeBamba
y3 3HambE O MOBPEIH.

Hekana je 3a ycrioctaBibame MOCPEIHE OATOBOPHOCTH OHMIIO je OTped-
HO T3B. ,,CTBAPHO 3Hame" Ja APYrH KOPUCTH oapeleHn mpousBoj ca Hame-
pOM J1a M3BpIIM NoBpey. HakoH ToHOIIeHka OBE Mpecyie, KPUTEPUjyM 3Haba
(dbopMmynucaH je mmpe, y CMHCIY Jia j€ U HEeIlTO Marke O]l ,,CTBAPHOT 3Hama™,
T3B. ,,AMa¢ OCHOBA 3a 3HaWE" JOBOJHHO JIa C€ YCIIOCTABU MOCPEIHA O/IrO-
BOpHOCT. "

2.2. Cyacka npakca aMepH4KHX Cy10Ba
VY neneHnjama HaKoOH mpecyze y npenMery Inwood Labs., Inc. v. Ives

Labs., Inc., amepuyku CyIOBU HACTABHIIU CY JIa Pa3BHjajy TOKTPHUHY ITOCPEI-
HE OITOBOPHOCTH M MPOIINPYjYy HEH OICET PUMEHE.

8 Bpxosuu cyn CAJl, Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844 (1982).

°G. Dinwoodie, “Secondary Liability for Online Trademark Infringement: the International Landscape ”,
Columbia Journal of Law & Arts, 37/2014, 472.

1" E. K. Levin, ,,A Safe Harbour for Trademark: Reevaluating Secondary Trademark Liability after
Tiffany v. eBay*, Berkeley Technology Law Journal, 491/2009, 508.
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Tako je y npeamery Hard Rock Café Licensing v. Concession Services,
Inc."! nprMeHa JOKTPUHE MOCPEIHE OATOBOPHOCTH MPOIIMPEHA HA BIACHUKE
/ oneparepe OyBipux nujana. Cys je yTBpAHo Ja Ty>KEHU MOXKe OUTH OrOBO-
paH 3a OBpe.y JKHTa KOjy je TIOYMHHUO T0jeAMHAYHH MTPOJIaBall Ha TOj MHjarn
aKo je 3HaO MJIM MMao OCHOBA Jla 3HA 3a MOBPEIY, [IPU YeMY je U T3B. ,,Ha-
MEpHO 3aTBaparme O4Mjy" eKBHUBAJCHTHO ,,CTBAPHOM 3Hamy .'> Jla Ou ce cma-
TpaJjo Jia OCTOjH ,,HAMEPHO 3aTBaparme 04Mjy", BIACHHK MOpa Jla CyMba Ha
MOBpey U T0OPOBOJBHO MPOMYCTH 1a je uctpaxu”.' [Ipema Tome, TyKeHH
HE MOXX€ OUTH TOCPEIHO OATOBOPAH 3a OOMYHO TPOIYIITAKE Ja MPEIy3Me
Mepe MPEI0CTPOKHOCTH KaKo OM CIIPEuro JAUPEKTHY moBpeny.

Y npenmery Fonovisa, Inc. v. Cherry Auction, Inc.”> amepuuku cyju
MIPUMEHHO je T3B. [nwood TeCT Ha BIIACHUKA CTCIIM(UIHE TTHjaIle Ha KOjoj ce
OKYILJbA]y €HTY3WjaCTH M KOJCKIIMOHAPU PAJH TPOJaje WU pa3MeHe MPOn3-
BOJIA O] 3ajeHIYKOT WHTEepeca (eHr1. swap meet). llponaBuu miahajy aaeB-
HY peHTy (3aKyIHMHY) BJIaCHHUIIMMA 3EMJBHIITA 32 W3HAJMJbUBAE IITAH/IA.
BracHuk nujarie 3apikaBa mpaBo Jia UCKIJbYYH CBAKOT MTPOJABIIA M3 OUIIO KOT
pasznora, ykJbyuyjyhu u nopeny xmwura. [lopen Tora, BIacHUK mujare 100mja
HaKHAJy O] yJIa3HUIIE KOjy KyTIall IJIaTH Kako O yIrao Ha nujaiy. Y3umajyhu
y 003up cBe OMEHyTe OKOIHOCTH, Cy/I je 3ay3e0 CTAaHOBHIITE JIa j€ TY)KCHH
(BitacHuK OBe crienu(rUHE THjarle) OJroBOPaH 3a MOCPEIHY TIOBPEIY JKHTA.

Caakako Hajmo3HatHju mpeamet u3 cyacke npakce CAJl, kana je peu
0 OJIFOBOPHOCTH MHTEPHET NOCPEIHUKA 32 TOBPEILY JKUTa, jecTe crop uzmely
YyBEeHE mYjopike 3narape u cpeopuapuuine Tudanu (7iffany & Co) n kom-
nanuje eBay.'® Y oBOM cropy amMepHyKu cyauja MPUMEHHO je T3B. [nwood
TECT Ha TaTopMme 3a eIEKTPOHCKY TPrOBHHY, TAUHHU]€ HA CajT 3a ayKI[HjCKY
nponajy pode eBay. OBaj npenmert octahe ynamheH 1o Tome mTo je u3a3Bao
HEBEPOBATHO BEIIUKY XY HE caMo amepuuke, Beh u cBeTcke jaBHocTH.!’

Toguae 2008. xomnanuja Tudanu nogaHena je Ty>kO0y IPOTHB KOMITA-
HUje eBay, y TOM TpEeHYTKy HajBeher MHTEpPHET MOCPEAHMKA 3a ayKIHjCKY

! Anenarmonu cyn CAIl, Hard Rock Café Licensing v. Concession Services, Inc 955F.2d 1143 (1992).

12 J. Repaunuh ITepumuh, ,,OaroBopHOCT ruiaropmMu 3a eIEeKTPOHCKY TProBUHY 300T TOBpEIe XKUTa
y npaBy CAJ] — npeucnuTHBame JOKTPHHE MOCPEJHE OATOBOPHOCTH y KOHTEKCTY EJICKTPOHCKE
tproeune®, [Ipaso u npuepeoa, 7-9/2019, 66—67.

13 K. M. Saunders, G. Berger-Walliser, 42.

Y Ibid.

15 Anenatmonu cyn CAJl, Fonovisa, Inc. v. Cerry Auction, Inc., T76F.3d259 (1996).
16 Oxpysxuu cyn CAN, Tiffany Inc v. eBay Inc, 5T6F Supp 2d, 463 (SD NY, 2008).

17.J. hepanuh, ,,IToBpe/a xura Ha cajToBUMA 3a ayKIHKjCKy Npoajy pobe®, Humenexmyaina céojuna
u unmepnem (yp. J. [lonmosuh), [IpaBau dakynrer Yuausepsurera y beorpany, beorpan 2016, 51-54.
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nponajy pobe, uctnayhu 1a OHa CBOjUM TOHAIIAKHEM 3aIPABO OJIAKIIABA IPO-
najy kpuBoTBopeHe pobe. Kommanuja Tudanu je cajt eBay ynopenuna ca
OyBJHOM TIHjallOM Ha KOjOj ce mpoaajy dancudukaru.'® Komnanuja eBay on-
Oanmia je oBe ontyxoe, HaBojehu 1a je komnanuja Tudanu, cyoueHa ca Kpu-
BOTBOPEHEM IIMPOM CBETA, 0/1abpana Ja ,,0/lp>KH JISKIH] Yy He OHMMa KOjU CY
OJITOBOPHU 3a MPOU3BO/IEHY, YBO3 H TMOKYIAje MPOoJaje KPHBOTBOPEHE pode,
Beh MHTEpHET MOCpPeTHUKY eBay, MpUBPETHOM CYOjeKTy KOjU HUKa/Ja HUje
MOCEI0BA0, CaM TProBao, WM CBECHO JI03BOJIMO TpehuM cTpaHama, KOpHCHU-
[IMa HETOBE IJIaTGOpMe 3a eICKTPOHCKY TPrOBHHY, J1a TPTYjy KPHBOTBOpE-
HOM pobom. Kommianuja eBay uctakia je 1a TUTYJIapu UMajy 3aKOHCKY 00a-
BE3y Jla HA/I3UPY CBOj€ JKUTOBE U YTYXKYjy noBpene.'” Jlakie, cpix oBOr criopa
HUje Ouia na au Ou mponaja KpuBoTBOpeHOT TudanujeBor HakuTa Tpeba 1a
I[BeTa Ha MHTEPHETY, Beh Ko Ou Tpebaio /1a moHece TepeT Ha[3hpamba yIoTpe-
Oe >xurom 3amTrheHe o3HaKke Ha mIaropMama 3a eIeKTPOHCKY TPTOBUHY.
Komnanwuja Tudanu je, kao KJbydyHH apryMeHT, HCTHIIaNA aa je eBay
Ha HEKHM HAYMH CBECHO ,,3aTBOPUO OYH' MPE] MPO/IajOM KPHBOTBOPEHE pode
mapke Tudanu. TakBo MoHaIIamE MOBJIAYH MOCPEIHY OATOBOPHOCT, y CKJla-
Iy ca CyACKOM MPaKCOM YCTaHOBJHEHOM joun y mpeamery Hard Rock Cafe.
MehyTtum, koMmanuja eBay oBaj apryMeHT 1o0ujana je JoKa3uma O BUILETo-
JHIIHBIM HarmopuMa Koje yiaake y IHJbY eTMMUHUCamha KPUBOTBOPEHE pode
ca cBoje miardopme. OHa je mpemy3ena BEJIUKH Opoj Mepa Kako Ou ocurypa-
Ja ayTeHTUYHOCT MPOM3BO/IA KOjU CE OIIallaBajy Ha KEeHOM cajTy. Hajmpe,
pa3Bmia je u ynpansba [Iporpamom 3a mpoBepy IpaBa BilacHUKa (€HIN. the
Verified Rights Owner (VeRO) Program), 13B. iporpam VeRO. Ped je o cu-
cTeMy oOaBelTema U yKIIamama (eHII. notice and take down system) xoju
oMoryhasa TUTylapuma »HUroBa Jja JOCTaBe 00aBEIITEHE O OBPEAU (SHIII
a Notice of Claimed Infrigement (NOCI)) xommnianuju eBay. Y o0aBemTemy
THUTYJap )KUTa MOpa Jia HaBeJIe M0jeJMHAYHE Oriace KOjU Hy/Ie KPUBOTBOPEHY
poly 1a 6u eBay Moro Jla MX yKJIOHH ca cBoje TproBauke ruiardopme.”’ Ta-
kohe, eBay mpyka caMUM TUTyJapuMa JKHUroBa MPOCTOP HAa CBOM CajTy, T3B.
CTpaHHWIla 0 MeHU (eHII. an ,,About Me " page), TAe OHU MMOIyYaBa]y KOPH-
CHHKE KaKo J1a pa3JInKyjy OpUTHHAIHE pou3Boje o (ancudukara. Komma-

18 Ibid.

19 M. Rimmer, ,,Breakfast at Tiffany’s’: eBay Inc, Trade Mark law and Counterfeiting “, Journal of Law,
Information and Science, 1/2011, 7.

20 J. Repanuh, ,,CrerupuIHOCTH PEKUMa OJTOBOPHOCTH MHTEPHET MOCPEIHUKA 3a MOBPELY XKUra y
npaBy CAJl u EV*, Unmenexmyanna céojuna u unmepnem (yp. Qyman ITonosuh), IIpaBan ¢daxynrer
Yuusepsurera y beorpany, beorpan 2018, 43.
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HUja eBay Kpewpaia je U ayToMaTCKe MOPYKe YIO30peHha Koje ce MojaBIbyjy
KaJia mpojasail oramasa TuganujeBe npousBojae Ha npoaajy. OBe mopyke
yIo30paBajy npojaBia Jia eBay He TOJIEpUIle OrIallaBambe peruimKa, (haicu-
¢uKara ¥ ia oBpe/a OBE MOJIUTHKE MOXKE PE3YJITHPATH CYCIIEH3U)jOM HaJIOra.
Ocum ToTa, 3ajeTHO ca KOMIIAaHHW]OM 3a eJeKTpOoHCKO miahame, PayPal, kom-
naHuja eBay je HanpaBuiia IPOrpaM 3allTUTE KyTala. YKOJIUKO Ce UCTIOCTaBH
Jla IPOU3BOJIM KYIUbEHH Ha CajTy eBay HUCY OpUTHHAIHH, KyIIIIH MOTY JIa 110-
Tpaxyjy u 100ujy HoBall Ha3aa.”! Haj3an, eBay cycrnieHayje CTOTHHE XHJbajia
npojiaBaiia CBaKke roArHe 300 CYMEbE J1a CY YKJbYUCHH y HEJIeTaIHe Pajibhe.

Cyn je u y npenmery Tiffany Inc v. eBay Inc. npumenuo 13B. Inwood
TECT W 3aKJbYYHO J1a KOMITaHUja eBay HUje HamepHO omoryhaBana mponajy
KpUBOTBOpEHE poOe Ha cBoM cajry. Hamme, kama Ou kommnanuja Tudanu
KOMITaHUju eBay nocrasuia obasemreme o mospenu (NOCI), y3 TaqyHo Ha-
BOl)eHbe OIvIaca Ha KOjUMa e HyjIe KpUBOTBOPEHH IIPOU3BOIH, eBay Ou ogMax
yKJIamao Te ormace ca cBoje Tpropauke ruiardpopme. Cxomno tome, Cyn je
KOHCTaTOBAO Jia ce Tyx0a komnanuje Tudanu 3anpaBo cBOAM Ha TO Ja eBay
HacTaBJba Jla MpyKa CBOje yCIyre y Be3M ca JIPyruM orjlacuMma, 3a Koje Ha
OCHOBY OIIIITET 3Haa O TIOBPEIaMa Ha CBOM CajTy, UMa OCHOBA Jia 3Ha Jia CY
npeBapuu.” Kommanuja eBay je npu3Haiia ja reHepaHo 3Ha Jia e KPUBOTBO-
peHa poba mapke Tudanu nposaje Ha lBEHOM cajTy, MehyTuM Munbeme Cyna
je OuJI0 1a TO HHje JOBOJHHO 33 YCIIOCTABIbakhe MOCPEIHE OJATOBOPHOCTH 32
MOBPE/Y KUTa. 32 YCIOCTaBIbaAKE OITOBOPHOCTH MHTEPHET MIOCPEAHUKA T10-
TpeOHO je /1a OH 3Ha WJIM MMa OCHOBA JIa 3Ha 32 KOHKPETHE OIvlace Ha Kojuma
ce Hynu KpuBOTBOpeHa poba. Cy/l je 3ay3e0 CTaHOBHINTE JIa je TUTYJap JKura
Taj KOJH j€ Iy>KaH Ja HaJ3upe yrnorpeOy CBOT KUTa Ha UHTEPHETY, & UHTEPHET
MOCPEHUK HE MOXKE OMTH OJIrOBOPAH 3a IMOBPEJLy )KUTr'a CAaMO Ha OCHOBY TOT'a
IITO je 3HAO WJIM MMao OCHOBA Jla 3HA J]a FHETOBOj TProBavyKoj IUIaTGOpMHU
MOXKE€ TeHepallHO JI0hu 10 moBpee xurom 3amruhieHe ozHake. [Ipema tome,
KoMIianuja eBay ocnobohena je mpecynom OxpyxHor cyna CAJl. Mako je
kommanuja Tudanu yinoxuna xanody,’* AnenairoHu CyJ ce CII0KHO ca Pe3o-
HoBameM OKPYKHOT Cyjia, T€ MOTBPIXUO MPBOCTEICHY MPECyIy.>

21 J. hepanuh Iepummuh (2019a), 69.

22 G. Dinwoodie, 472-473.

% Jbid., 473.

2* Bun. J. hepaunuh Iepummuh (2019a), 70-71.

% Anenanmonu cyn CAJL, Tiffany (NJ) Inc v eBay Inc, 600 F 3d 93 (2nd Cir NJ, 2010).
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3. Ipeamet Gucci v. Alibaba

[Ipenmer koju je TOHOBO MOKPEHYO OpOjHE pacipaBe y Be3H ca MmoTpe-
60M pedopme pexxuma OrOBOPHOCTH MHTEPHET MOCPEIHUKA 32 TIOBPETY JKUTA
jecre criop uzmely dpanirycke rpyne Kepunr (Kering SA), BmacHUKa HEKOIHKO
JTYKCY3HHUX MOJTHHMX OpeH/I0Ba, U KuHecke komnanuje Annbada (Alibaba).

3.1. ,Exocucrem Aanoadoa*

Ocnosana 2000. ronuse, komnanyja Ann6ada qaHac je Hajeha KhHecka
KOMITIaHHja 32 eJICKTPOHCKY TproBuHy.”® KoHiienT nocsioBama koMianuje Aymbdada
BeOMa je MHTepecaHTaH. Anmbala MpeacTaBiba 3ampaBo Mpexy melycoOHo 1mo-
BE3aHMX yciayra v pode — cBe y jenHoM (e all in one). Kommnanuja Anmrbada
HYIIU YCIIyTe ayKIIMjCKe Tpojaje poode, Mpoajy pode IMMPOKOT acoOpTUMaHa, yc-
JIyre MpeTpaxkuBamba NHTEpHETA, Kao U yCIIyre OHJIajH Iuiahama. Jlakie, Anibada
MIPE/ICTaBIba CBOJEBPCHY KOMOHMHAIIH]Y CajTOBA Kao IITO ¢y: eBay, Amazon, Google
u PayPal. Komnannja Anmmn6aba ucTiye Ja paay Ha TOME J1a TIOBEXKE KYTIIE U TIPo-
JIaBIIe, aJv J1a cama KoMIlaHuja Huje rnponasail. Muave, Anmmbada je ,, oM Hajeehe
OHJIajH MHjarie 3a rapaepoOy >’ Tpu miaBHA cajra 3a €JIEKTPOHCKY TPrOBHHY Koja
Cy y BIIacCHMIIITBY KoMmianuje Aimbaba cy: Taobao, Tmall v Alibaba.com.

Kommnanunja Anmbaba nma Behu o0uM nocioBama y nopehemy ca cBUM
JPYTUM KOMITaHMjaMa 3a €JIEKTPOHCKY TProBuHY Y cBery. [locnenmux roguxa
TpaHcakiyje kommanuje Ammbada Behe cy Hero Tpancakiuje ['yrma m Amasona
3ajemHo. Pa3nosu 3a To ¢y nBoctpyku. C jenne crpane, y Kunu mocroju Behu 6poj
onyaj Kymara sero y CAJ1,?® ok ¢ apyre ctpaHe, MHOTH BEJIUKH rpaoBu y Kuuun
HEMajy HH ILOMUHI MOJIOBE HU Benuke TpykHe LeHTpe kao CAJl. Crora ce Kunesu
okpehy ornaju monuHry. OCHMBAY M BIIACHHUK KoMIaHuje Anbada” mojacHuo je
0Baj ()eHOMEH CIIMKOBHUTO, HaBoziehu Ja je enekTpoHcka Tprouna y CAJl mesepr,
1ok je y Kunu, y k0joj je 300r uH(ppacTpyKType TproBUHa BeOMa KOMIUTMKOBAaHa,
CJIEKTPOHCKA TPrOBUHA TTIABHO je10.>

26 TIpeko oBe KOMIaHuje ojiBUja 0ko 80 OJICTO YKYITHE KUHECKE OHJIAjH TPrOBHHE .

27 E. Zuccaro, “Gucci v. Alibaba: A Balanced Approach to Secondary Liability for E-Commerce
Platforms”, North Carolina Journal of Law and Technology, 144/2016, 149.

28 Ha OCHOBY CTaTHCTHYKHX rojaraka, y Kunu nma oxo 500 MUIMOHa OHIIAjH Kymnana y nopehemy ca
330 munmnona y CA/L.

» OcHMBaY U BIIaCHHUK KOMIaHuje Annbaba je Hekamaumy npodecop eHrieckor jesuka [lek Ma (Jack
Ma) xora opene ca CtuBom [lobcom (Steve Jobs) unn bun I'ejrcom (Bill Gates) Kune.

30 A. Zuccaro, 151.
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3.2. Tyxo0a rpyne Kepunr

I'pyna Kepunr (Kering SA), BTaCHUK HEKOJIUKO JYKCY3HHUX MOIHHMX
OopennoBa, 2014. roguae monHena je TyxOy mpoTHB KoMmranuje Anmbada
OxpyxHoM cyny apxase Hbyjopk 300r npojaje Belnuke KOJIMYMHE KPUBOTBO-
peHe pobe Ha cBoM cajty. MHaue, komnanujy Anubala Ha3uBajy ,,AHTEPHET
Meka 3a kpuBoTBOpeHy oaehy“.! V TyxOu ce HaBoau 1a je ruiardopma 3a
€JIEKTPOHCKY TPTOBHHY CBECHO OJIaKIIIajia CBOjUM WHTEPHET KOPHUCHHIIMA
MpoJajy KpUBOTBOpEHUX mpousBona mapke ['yum (Gucci), U Cen Jlopen
(Wes Saint Laurent), banencujara (Balenciaga) n borera Benera (Bottega
Veneta). Cyn je ompenuo mpUBpEeMEHY Mepy NMPOTHUB KoMmIaHuje Anubada.
Melhytum, Bpio Op30 HAKOH TOTa, CTPAHKE Cy CKIIOMUIJIE CIIOPa3yM O IMOpaB-
Hamy, TaKo Jia je Ty>k0a IoByYeHa.

Camo ronuHy faHa KacHuje, rpyna KepuHr IOHOBO je mojgHena Tyx0y
poTuB KomnaHuje Anubaba 300r HEMONITOBama yclioBa MOpPaBHAMWbA, Tad-
HUje, ClIopa3yMa Ha OCHOBY KOra je JIy’KHa Jia moMaxe komnanuju Kepunr y
CrpeyaBamy Mpojaje KpUBOTBOPEHE podOe Ha cBoM cajry.*” IlltaBuiie, oHa je,
npeMa HaBonuMa rpyrne KepuHr, onmakmraBaia mpojajy KpUBOTBOPEHE pooe.
Kommnanunja Anub6aba nopunania je HaBoje U3 TyxkOe, nctuuyhu na je u cama
KPTBa KPUBOTBOPEHA U JIa UMa JI0Ka3e O TOME Ja je capahuBaia ca TUTyJa-
pHMa KUrosa y 00pOu MpoTHB KPUBOTBOPEHA. >

Kommnanuja Kepunr, nak, y Ty>kOu HaBoAM Ja j€ MOJIUTUKA KOMITaHU]a
Anmbaba KOHIMIAPaHa TaKo Jla cCaMo HM3TJIeNIa 1a ce OOpH MPOTHB KPUBOTBO-
pema, a OHa 3alpaBo TMOCIOBHY MOJUTHKY BOJIY Tako a oMoryhasa mpojas-
MMa Ipojajy KpuBOTBOpeHe pobe Ha cajroBuma Alibaba.com, AliExpress.
com u Taobao.com (eurn. Alibaba Marketplace). Ha npumep, y Tyx0u ce
HaBOJIM J1a KoMIlaHuja Annbaba HUje IpU3Halla aMepUUKy PEerucTpanujy Ku-
roBa 3a MOpYyKe 0 00ABEIITEeHY U YKIAakamby MMOJHETE MPOTHB MpoaBala Ha
cajty Taobao.com, naxo je Taj cajT cnenudUIHO HAMEHEH aMEPUIKUM I10-
tpomaynma.** Victo Tako, komnanuja KepuHr TBpay 1a TUME IITO 103BOJhaBa
npojaBuumMa ¢ancupurkoBane pode Ja HaCTaBe pajl, HaKo je€ jacHO oOaBemTe

31 Ibid., 153.
32 Okpyxuu cyn CAIl, Gucci Am. Inc. v. Alibaba Grp. Holding Ltd., 15-cv03784 (S.D.N.Y. 2015).

3 C. Wolf, “The Internet’s Mecca for Counterfeiting Clothing, Is Being Sued by a Group of High-
Fashion Brands”, https://www.complex.com/style/2015/05/alibaba-being-sued-by-kering-group-again,
22.07.2019.

3 A. Zuccaro, 158-—159.
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Ha 0 KOHKPETHHUM TPrOBLUMA KOjH MPoAajy (ancudukare, a 4ak 1 OHU CaMH
TO OTBOPEHO TPHU3HAjy, KoMIaHuja Anmnbaba He camo Ja J103BoJbaBa Beh u
oxpabpyje TakBe pajame.*

Mecen qana HakOH MoaHOIIEHka Tyx0e, Cyn je, y ckiany ca Jlanxamo-
BUM 3aKOHOM, JIOHEO OJUTYKY O TpajHOj 3a0paHu pajia mojeANHAYHIM TTPO/IaB-
[MMa ¥ HAKHAJU mTeTe y KopucT kommnanuje Kepunar. OBakBa omryka Cyma
NpoTyMa4yeHa je Kao MaJii Kopak Ka mooeau Jiykcy3Hux openmoa.*® Crora je
JaBHOCT ca HECTPILUBECHEM UeKasa mpecyny, cmarpajyhu na he Cyn, y ckiany
ca U3MEHEHUM OKOJTHOCTHMA IOJ] KOjUMa Ce OJ[BUja CJICKTPOHCKA TPrOBHHA
Ha cajToBUMa KommnaHuje Anmnbada, MonudUKoBaTH TOKTPUHY TTOCPEIHE O-
TOBOPHOCTH, TAYHH]E YCIIOBE OJATOBOPHOCTH MHTEPHET MOCPEIHUKA.

3.3. AnexBaTHocT npumeHe npenenenta Tiffany v. eBay y npenmery
Gucci v. Alibaba?

Y npenmery Tiffany v. eBay, amepudku Cya, IPUMEHUBITH [nwood TeCT Ha
MHTEpHET MOCPEIHNKA, KOMIIAHU]Y eBay, yTBpAMO je Ja KOMIaHuja eBay HUje
HaMepHO oMmoryhasasa Tpojajy KpUBOTBOpeHe pode Ha cBoM cajTy. CBaKH ITyT
Kaza komraHuja TudaHu KoMIaHWju eBay nocTaBU 00ABEIITEHE O TOBPEIN
(NOCI), y3 TauHO HaBoheme oraca Ha KOjuMa ce Hy/ie KpHBOTBOPEHHU ITPOU3BO-
1M, eBay onmmax ykiiama Te oriace ca CBoje Tpropauke riardopme. Jlakie, Tyxoa
kommanuje Tudanu 3ampaBo ce cBouIIa Ha TO J1a eBay HaCTaBIba 1a MpyKa cBoje
yCIIyTe y Be3H ca JAPYyrHM OIIachMa, 3a KOje Ha OCHOBY OIIILTET 3Haba O MOBpPe-
Jlama Ha CBOM CajTy, IMa OCHOBA JIa 3Ha Jia cy npeBapHu. Cy/1 je HIaK MUILbEHa
7 je 3a YCIOCTaBJbake MOCPEIHE OATOBOPHOCTH 3a TIOBPEIY KUTA MOTPEOHO
J1a Tpy’KaJiall yeIyre MMa BHIIIE O T3B. OIMIITET 3Haha MM OCHOBA JIa 3Ha Jia Ce
HETOBE YCITyre KOPHCTE Kako OM ce mpojaBalia KpUBOTBOpeHa poda. Jlakie, Tu-
TyJ1ap JKUra je {y>KaH Ja HaJi3upe yrotpeOy CBOT )KUTa Ha MHHTEPHETY, @ UHTEPHET
TIOCPETHHK, Kao IITO je eBay, He MoXe OUTH OrOBOPaH 3a MOBPEILY KHUTa CaMo
Ha OCHOBY TOT'a IIITO j€ 3HA0 MJIM UMa0 OCHOBA JIa 3HA JIa Ha FheTOBOj TPTOBAYKO]
IarhOopMH MOYKE TEHEpATHO TONHW 10 MTOBPEIE KUTOM 3alTHheHe O3HaKe.

Haxon mpecyne y npenmery Tiffany v. eBay, oBakaB Ha4MH PE30HOBAHA
NPUMEH-UBAH j€ Ha CBE MPEIMETE Y BE3H Ca IIOBPEIOM JKUTOM 3aITuheHe 03HaKe
Ha 11ar)opMama 3a eIeKTPOHCKY TproBuHy. CTora ce ImocTaBUIIO MUTAE 13 JIH
Ou ra Tpebdano npumeHuTH u 'y npeamety Gucci v. Alibaba? Behuna Hay4ne u

35 Ibid, 159.
% Ibid, 158.
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CTpYYHE JaBHOCTH cMarpaa je 1a ce npenenaeHtT Tiffany v. eBay He MOXe IIpuMe-
HuTH y tipeamery Gucci v. Alibaba. JIBa aprymenTa cy ce UCKpHUCTaIHcana Kao
Hajjava. Jeman ce TMUE KOIMUYMHE pole Koja ce Mpojaje, 10K Ce IPyTH OTHOCH Ha
Ha4MH MOCIIOBaka U YOIIIITE MOHAIIAke KOMITaHuje Annbaoa.

C jenne crpaHe, 300T KOJIMYMHE KPUBOTBOpPEHE pobOE TOCTYIHE 3a
npoxaajy, nponaBnu Ha miargopmu Anmbaba mpencraBibajy Behy mpeTmy
3a TUTYJape JKUroBa HErO OHM Ha CajTOBMMA Kao ITo je eBay. [Iponasim
Ha cajTy eBay Hyie orpaHuueHH OpOj KPUBOTBOPEHUX MPOM3BOJA AUPEKTHO
KyTIMMa, JIOK MPOoJaBIy Ha ruiatgopmu Anrbada Hajuenrhe HyIe 11e0 KOHTH-
reHT, ooehaBajyhu HECKe IIeHE 10 KOMaJTy 3a BeJIMKe mopyuoune.’’

C npyre cTpase, 3a pa3IuKy O KOMIaHHje eBay, koMmranuja Amnbda-
0a yommTe HHUje pa3BWIa M HE MPUMEYje jacHEe U e(pukacHe Mepe y IUIbY
cy30ujama npojaje KpuBoTBOpeHe pole Ha cBOjoj mardopmu. A ympaso cy
OBe Mepe OuJIe jenaH ojf KJbyUYHHX apryMeHara 3a ATeJaluoHu CyI Ja J10-
HEece OJUTyKy KakBy je noHeo. Hamme, kommnanuja Annbaba HUje CripOBOIM-
Ja Mepe Kako OM OcHrypaja ayTeHTHYHOCT MPOU3BOJA KOjU CE Mpojajy Ha
BeHOj Tatgopmu. VcTo Tako, HHje HU yKJamala oIlace HaKOH J00Hjama
o0aBelITemha O MOBPE/IN, HUTH j€ CYCIICH/I0BaJIa POJIABIIE 300T MPOJiaje KpH-
BOTBOpEHE pooOe. 3anmpaBo, kommannja Annbada 103B0JbaBaa je v MoCTHIIA-
J1a KOPMCHUKE JIa HAaCTaBe ca MPOJ1ajoM KPUBOTBOPEHE pode Ha riaropmama,
YIPKOC TOME LITO je Oniia U3pUIUTO 00ABEIITEHA O KOHKPETHUM TPOaBIUMA
¢ancudukara. llltaBuie, oH1 caMu cy TO OTBOPEHO TIPU3HABAIH.>®

I'pyna KepuHr je y Ty>xOu HaBena Bpiio 030MJbHY apryMEHTAIWjy y TpH-
JIOT TBP/IEHH J]a Komnanuja Annbaba He caMo Jia 3Ha 3a MMPOJIajy KPUBOTBOPECHE
po0Oe Ha CBOjOj TProBavKkoj IUIaTGOPMH, U JIa HAIITA HE TIPETy3uMa Kako OU TO
cipeunia, Beh Ja je Ha HeKWM HauuH U nozacTuye. [IpBo, kommanuja Annbada
CBECHO MOMa’Ke ITPOJIABIMMA Y MPAKTHYHO CBUM aCTICKTUMa FbMXOBUX HeJlera-
Hux paamu.’’ C 003upoM Ha orcer yciyra Koje mpyxka, Anrbada o0e3oehyje
HE caMo TPXKUIIITE 32 Mpojajy pode, Beh u yciayre moapiike, MapKeTUHTa, JIO-
TUCTHKE, OIVIalllaBaba Ha OCHOBY KJbYYHHX PEYH, MPOIECOBaEbA KPEAUTHUX
KapTHia ¥ mmeauimje (T38. ,,ekocucteM Anmmnbada“’). OHo mITo je moceOHO
3aHUMJBHMBO jECTE Jia je KoMIaHuja Anrbada yak Hy/IuiIa Mo3ajMHIIe MaTuM U
CpeNmBUM TProBIMMA KOjU Cy UMM TpodieMa J1a JoO0Hjy KpeauTe OJl BeJH-

37 Ibid., 171.

3 Ibid., 178-179.
39 Ibid., 179.

4 C. Wolf.
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KuX QuHaHCHjCcKUX nHCTHTYIHja.*! [Ipyro, komnanuja Anubaba npyska yciyre
oryainiaBama Ha OCHOBY KJBYYHHUX PEUH, Kao IITO CY ,,peIUInKa™, ,,AMHATAIHja
1 JKUToM 3arntuheHe o3Hake kao mro ¢y “Gueci” mwim “Balenciaga”.*? Ocum
TOra, caMa KOMITaHWja Tpejiaraia je Ja, Kaaa MOTSHIMjaIHN KyTall OTKyIa
,,Gucci“ y moJbe 3a mpeTpary, npeTpaxuBad U3JIMCTa U JIJMHKOBE 3a OIllace KOju
Kao KJbyuHe peun caapike “Guci” win “Guchi”.* Tpehe, cankimje koMmnanuje
Anmbaba 3a moBpey MpaBa UHTEIEKTYaIHE CBOJUHE, Ka0 IITO CY T3B. ,,lTOJH-
THKa TPU yJaapla‘ WiIH CUCTEeM Ka3HHM 3aCHOBAH Ha IMOCHUMA, YOIIITE HHCY
OCMHIIUbEHE TaKo Jia CIpede MOBpPEIe JKUra M Mpojajy KPUBOTBOPEHE pole.
,llomuTHKa Tpu yaapia‘“ omoryhasa mpoJaBIuMa jia HacTaBe Ja mpoJiajy KpH-
BOTBOpEHY o0y CBe JIOK UX HE yXBare Jia Mpo/iajy MpOu3Boe Koju moBpehyjy
WJICHTUYHE JKUTOBE Y TpH paznuunTa nana.* Takohe, monutrka obaBemrema u
yKIamama miargopme Taobao 103BosbaBa 1a OHa HAIIPABH JIUCTY TIPHOPUTETA
Kako he moctynaryu ca mpuMIbeHHM 00aBEIITEHHMA O MOBPEAaMa y 3aBHCHO-
CTH Ol paHTHparba MOJHOCHOIA 00ABEIITEHha. A CaMO PaHTHPAHE 3aBHUCH OJT
TOTa KOJIMKO CY IMTOTHOCHOIIM 00aBEIITEeHha O TIOBpeIamMa OWITH MPEIU3HU Y TIPO-
IUTOCTH. AKO je TUTYyap 0uo HajMame 90 0/ICTO y MpaBy, paHTHUPAH je Kao ,,J0-
Oap*, a ortac he OMTH YKIIOWEH y POKY O TPH pajiHa AaHa. AKo je Ouo y mpaBy
Mame ox1 90, am Butie o 45 0CTO, paHTHPaH je Kao ,,HopMaJiaH* u oriac he
OWTH YKIIOEKCH y POKY OJl TPU pajiHa jJaHa. AKo je Ouo y mpaBy y Mame o1 45
OJICTO, PaHTHpPaH je Kao ,,JIOII* U He 3Ha ce KaJjia he ornac OUTH yKIomeH.*
300r cBera Tora, rpyna Kepunr tBpauia je aa je komnanuja Anndaba
3HaJIa 3a MPOJajy KPHBOTBOPEHE polde, J1a je Yak | MOJACTUIANa, Te Ja je To-
CpEIIHO OJITOBOPHA 3a MOBPEIC )KUTA KOje YNHE KOPUCHUIIH HheHe TuaTdopme.

3.4. Cnopa3yM o nopaBHamy

Haxo 6u, ¢ mpaBHE Ta4yKe TIIEAUIITA, OMIO0 3aHUMIBHBO BUICTH Kako Ou
aMEepUUKHU CyJ IIOCTYIHO y OBOM CIOpY, CTpaHKe cy y aBrycty 2017. rogune
CKJIOHJIE CTIOpa3yM o mopaBHamy. [ pyna Kepunr mosykia je Tyx0y, y3 Ha-
noMeny aa he nmogueru u Tpehy ykonuko kommnanuja Anubaba HacTaBH Ja ce
MOHAIIIa Kao MOCJIe MPBOT MOpaBHamka.*®

4 A. Zuccaro, 179.

2 Ibid., 180.

# Ibid.

“ Ibid., 182.

4 J. hepanuh [epummh (2019a), 74, Gu 47.

4 “Kering, Alibaba Settle Counterfeiting Lawsuit. Again. But Will it Stick”, http://www.thefashionlaw.
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4. Ka akTHBHHUjOj Y1031 HUHTEPHET MOCPeIHUKA

Omnyka Cyna y npenmery Tiffany Inc. v. eBay Inc., nmana je 030uJbHE
WUMIUTMKAIje Ha CBe THUTYnape xuroa. OHa moapazyMeBa Ja Cy TUTYJIapu
JKUTOBa 00aBE3HU J1a CaMU MaXKJbUBO HAJ3UPY OpPOJHE CajTOBE 3a CIEKTPOH-
cKy TproBuHy. bynyhu na je oBakBa oOaBe3a OmyBeK MpeCTaBJbasia BEITUKO
onrepeherme 3a TUTYIIApe JKUTOBA, OUTyKa ATETAMOHOT Cyla je O caMor
noyeTka O6una npeamer auckycuje. Tako ce Hrp. CaBeT MOJHUX JU3ajHEpA
AMepHKe KaJlio Ja YKOJIMKO j€ TUTYJIap JKura y o0aBe3u Ja HaJa3upe OHJIajH
ayKIMje Ha cajTy eBay, oBakBa mpecya MpakKTHYHO 3Ha4u J1a OU CBU MOIHU
Iu3ajHepu Tpebaio aa mpare cajT eBay u apyre cajToBE 3a ayKIUjCKY Ipo-
najy pobe mupom cBeta, 24 cara JHEBHO, 365 qaHa y roguHu.?’

Wnave, oBa o0aBe3a 3a TUTYJIApE )KUTOBA ITOCTAj€ CBE TEXKE U3BOJbH-
Ba y €pM MHTEPHET EKOHOMH]jE, HAPOYHUTO aKO CE y3Me y 003up cBe Beha pac-
MPOCTPAEHOCT €IIEKTPOHCKE TPrOBHHE U mopacT 6poja ruardopmu. Kana ce
OBOME TIPU0/Ia ¥ YH-EHUIIA /1A CY TT0jeTHE TUIaTGopMe 3a eIeKTPOHCKY Tp-
TOBHHY, NONYyT KoMmnaHuje Anubaba, pa3Buiie Bpio crenupuyad Mojen mo-
cloBama (T3B. ,,ekocucteM Annbabda‘), YMHM ce J1a TUTYJIapy JKUIOBa BUILIE
HE MOT'Y CaMH J1a BpIIIE OBaj HA/I30p.

VY unrepecy edukacuoctr 60pOe MPOTUB MTPOIaje KPUBOTBOPEHE PoOe
Ha UHTEPHETY, PEKUM OATOBOPHOCTU MHTEPHET NOCpEAHMKa Tpedaio 6u aa
ce MU3MEHHM, Y CMUCIy Jla BbUXOBa yiora Oyae aktuBHuja. To Ou moapazyme-
BaJIO J]a MHTEPHET MOCPEIHUIIM, 3ajeJHO ca TUTyJapuMa KUTOBa, HAJ3UPY
CBOje cajToBe. VIHTepHET nmocpeHuIM, Kao MITO Cy I1aThopMe 3a eJIeKTPOH-
CKy TPrOBHHY, IMajy U KallalluTeTe U 3Hame 32 00aBJharbe OBAKBHX AKTHB-
HocTH. Jlakne, unTepHer miatdopme Ou Tpebdano Aa KOHTPOJIUILY HPUCTYII
CBOJUM OHJIaJH TPXKUIITUMA, 3aJip>kaBajyhu MoryhHocT a 3a0paHe NpUcTyI
(dancuduxaropuma, ycrocrase puirepe, nperienajy uACHTUTETE MpojiaBaia
U Ie(UHUIILY yCIOBE MPHUCTyMA IuiatGopmMama 3a elNeKTPOHCKY TProBUHY.*

Naxo y camom nipenmerty Gucci v. Alibaba, Cyn Hrje uMao MPUITHKE
Jla C€ M3JaCHH 10 MUTamky 00aBe3e WHTEPHET MOCPEAHHMKA Y TOIJIey Hall-
3Upama CBOJUX IUIaT(GOpMHU, YMHU ce Ja he y mepcrneKkTUBU Cya MOpATH Aa
peBHUIMpa CTAHOBHINTE 3ay3eTo y npeamery Tiffany Inc. v. eBay Inc. [lakie,

com/home/kering-alibaba-agree-to-settle-counterfeiting-lawsuit-again, 23.07. 2019.

47 The Council of Fashion Designers, ,,Brief in Support of the Appellants-Plaintiffs“, Submission in
Tiffany (NJ) inc v eBay Inc, in the Court of Appeals for the Second Circuit (22 October 2008), https://
www.eff.org/files/filenode/tiffany v_ebay/fashiondesignersamicus.pdf, 23. 07. 2019.

% A. Zuccaro, 183.
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¢ 003UpOM Ha M3a30BE Y €py MHTEPHET EKOHOMHU]E, jeANHO he 3aje THUYKUM
HaropuMa THTYJIapa JKUTOBa M MHTEPHET MOCpeAHNKa MOhU J1a ce ocTBape
MO3UTUBHU PE3YIITATH Y MOTIIEAY Cy30Hjama Mpojaje KpUBOTBOPEHE pode Ha
WHTEPHETY.

5. 3ak/by4HH OCBpPT

C 0063upom Ha mopacT Opoja miarGopmMu 3a eIeKTPOHCKY TPrOBUHY
u nosehame Opoja TpaHcaklMja, KA0 M HOBE MOJAIUTETE paja IOjeIuHUX
wiaropmu (HOp. Ammbaba), cacBUM je M3BECHO Ja JOKTPHHA TOCPEIHE
OZITOBOPHOCTH 3a TOBPE/Y JKHUTa, YCTAHOBJbEHA IPE TPH U IO JCICHHU]E, HE
MOX€ Y HEU3MEH-EHOM OOJIMKY Jla ce MPUMEbYje Ha OHJIAjH I1ardopme y epu
WHTEpHET eKoHoMHje. OCHM Tora, MPEeTIocTaBKa je aa he y mepcrnekTuBu u
0poj atopmu 1 Opoj TpaHCaKIMja HACTABUTH J1a pacte. Jlakie, y3umajyhu
y 003Hp OBE OKOJIHOCTH, IOCTaBJba CE MUTAmE y KOM MpaBily 6 Tpebaiio pe-
(hopMucaT peXUM OJTOBOPHOCTH UHTEPHET MOCPETHUKA?

C jenne cTpaHe, yJaora MHTEPHET MOCpeIHHUKAa OM Tpebayio nma Oymae
aKTHBHM]A, Y CMHUCITY J1a 3aj€THO ca TUTYJIApUMa KUT0Ba HAaJ[3UPY CBOj€ IIaT-
(dhopme y by CIipeuaBama MoBpe/a )KUroBa mpoaajoM KpHBOTBOPEHE pooe.
C npyre cTpaHe, MOCIEABUX roauHa Hamehe ce joI jenHo, CHCTEMCKO TH-
tawe. Hanme, y CAJ] ce cBe yemrhe quckyTyje o Tome 1a Jiu Ou 0ArOBOPHOCT
WHTEpHET MOCPEHNKA 3a MOBpEAY JKHTra Tpedano Koau(pHuKoBaTH, Kao IITO
j€ TO YUHMEbEHO y CIIy4ajy MOBpee ayTOPCKOT MpaBa 3aKOHOM O ayTOPCKOM
MpaBy y AUTHUTAITHOM MIJICHHjyMY. Y TOM CIIy4ajy, U3BECHO je Ja O CyIoBU
MMaJld Malkhe MaHEBAPCKOT MPOCTOpa Ja mpuiarohasajy mpecyzae crnernudud-
HOCTMMa CBAaKOT KOHKPETHOT ciydaja, aau Ou ce mosehana mpaBHa CHUTyp-
HocT. [Tocmarpano kpo3 mpusmy nocrojeher pexxuma Koju ce mpuMermnyje Ha
OZITOBOPHOCT MHTEPHET IMOCPEAHNKA, a KOJH j& Pe3yJITaT CYJCKe paKce, YHHU
ce ga Cyn, na 6u J10OHEO OJUIyKY Y HEKOM IpeaMEeTy, YeCTO Mopa Jia urpa
,ATPY CIIOXeHH]jy of TaHra”.* JlJaHxaMOB 3aKOH H CyJCKa IpaKca MOIIU Ou
MOCTY)KHTH Kao Mara myTa 3a pedopmy. HapaBHo, 3akoHOMaBaI; Mmopa ooe-
30¢IMTH J1a HHTEPECH CBHUX CTpaHa Oyay u3damaHcupaHu.>’

U namocnetky, Kaaa je ped o MHTepecHMa Pa3IHYUTHUX CTpaHa, 3a-
HUMJBHBO j€ Jla C€ Y CBUM CIIOPOBHMMA KOjU C€ TUUY MOBPEJIE KUra Ha TuIaT-
(dbopmMaMa 3a EIIEKTPOHCKY TPrOBHHY, 00€¢ CTpaHe, M THTYJIapH KHIOBa U

4 C. D. Powell, ,,The eBay Trademark Exception: Restructuring the Trademark Safe Harbour for Online
Marketplaces®, Santa Clara High Technology Law Journal, 1/2011, 29.

0 Ibid.
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MHTEPHET MOCPEIHUIM, (OPMATHO TPE/ICTaBIbajy KA0 3AIITHTHHUIIM TpaBa
norporirada.’! Mmak, 4uHu ce Ja je CUTyalrja CaCBUM CyIpOTHA. Y OIITPO]
60pOu m3Mel)y BenMKMX W MONHUX KOMIIaHHWja, C jeJHE CTpaHE JYKCY3HHX
OpeHzoBa, a ca Jpyre, U3y3eTHO YTUIQJHUX Mpy’Kanala WHTEPHET YCIyTa,
MHTEPECH MOTPOIIIaya Cy 3anpaBo MOTIYHO CKPajHYTH.

JINTEPATYPA

hepanuh, Jenena, ,,IToBpena >xura Ha cajToBIMa 3a ayKIIH]CKY MPOIajy pooe™,
HUnmenexmyanna ceojuna u unmepnem (yp. . [lonosuh), [IpaBau dakynrer
Yuusepsutera y beorpany, beorpan 2016.

hepanuh, Jenena, ,,CnenuduyHOCTH peKUMa OArOBOPHOCTH HMHTEPHET
nocpenHuka 3a nospeny kura y npasy CAJl u EV®, Humenexmyanna
ceojuna u unmeptrem (yp. dyman [Tomosuh), beorpan 2018.

hepanuh Ilepumuh, Jenena, ,,OaroBopHoct miarGopmu 3a eneKTPOHCKY
TproBuHy 300r noBpesne xwura y npasy CA/Jl — npercnuTuBame JOKTPHHE
IIOCPEHE OATOBOPHOCTH Y KOHTEKCTY €JIEKTPOHCKE TproBuHe*, /Ipaso u
npuspeoa, 7-9/2019.

Dinwoodie, B. Graeme, “Secondary Liability for Online Trademark
Infringement: the International Landscape”, Columbia Journal of Law &
Arts, 37/2014.

Levin, K. Elizabeth, ,,A Safe Harbour for Trademark: Reevaluating
Secondary Trademark Liability after Tiffany v. eBay*, Berkeley Technology
Law Journal, 491/20009.

IMonosuh, dyman, Pecucmpayuja nazuea unmepHem 00MeHA U npaso dicuea,
[IpaBuu ¢akynter Yausepsutera y beorpany, beorpan 2014.

Powell, Connie Davis., ,,The eBay Trademark Exception: Restructuring
the Trademark Safe Harbour for Online Marketplaces*, Santa Clara High
Technology Law Journal, 1/2011, 29.

Panosanosuh, Cama, ,IpahanckompaBHa OATOBOPHOCT HMHTEPHET
MOCPETHUKA 32 TIOBPEAY ayTOPCKOT MpaBa — yIMOPEIHONPABHU acleKar™,
HUumenexmyanna ceojuna u unmepuem (yp. /. IlomoBuh), ITpaBHH
¢bakynrer YauBepsurera y beorpany, beorpax 2015.

PespanoBuh, Mapuo, OnroBOpHOCT XOCTHUHI MpOBajaepa 3a IMOBpEae
npaBa WHTENEKTyaJlHe cBojuHe y mpaBy CpOuje M cycemHux aprkaBa‘,
Unmenexmyanna ceojuna u ummepnem (yp. J. Ilomosuh), IlpaBHu
(daxynrer Yausepsutera y beorpany, beorpan 2016.

SI'M. Rimmer, 8.

665



Ka pedpopmu pesicuma 002o6opHocmu uHmepHem nocpeOHUKa 3a nogpedy JHcueq...

PespanoBuh, Mapuo, ,,OnroBOpPHOCT XOCTHHT TpPOB3jAepa 3a MOBPELY
JKUTa — IPaBHU OKBHp U Mpakca y Penyonuum CpOuju®, Mnmenekmyanna
ceojuna u unmeprem (yp. . Ilomosuh), [IpaBau pakynret YHuBep3uTera
y beorpany, beorpan 2017.

Rimmer, Matthew, ,,Breakfast at Tiffany’s’: eBay Inc, Trade Mark law and
Counterfeiting “, Journal of Law, Information and Science, 1/2011.

Saunders, M. Kurt, Berger-Walliser, Gerlinde, “The Liability of Online
Markets for Counterfeit Goods: A Comparative Analysis of Secundary
Trademark Infringement in the United States and Europe”, Northwestern
Journal of International Law & Business, Vol. 32, 37/2011, 36-91.

Senftleben M, “An Uneasy Case for Notice and Takedown: Context-
Specific  Trademarks  Rights”,  http://papers.ssrn.com/sol3/papers.
cfm?abstract 1d=2025075, 20.07.2019.

Wolf Cameron, “The Internet’s Mecca for Counterfeiting Clothing, Is Being
Sued by a Group of High-Fashion Brands”, https://www.complex.com/
style/2015/05/alibaba-being-sued-by-kering-group-again, 22.07.2109.
Zuccaro A. Esther, “Gucci v. Alibaba: A Balanced Approach to Secundary
Liability for E-Commerce Platforms”, North Carolina Journal of Law and
Technology, 144/2016.

WIPO Joint Recommendation Concerning Provisions on the Protection
of Marks, and Other Industrial Property Rights in Signs, on the Internet,
WIPO Publication No. 845, Geneva, http://www.wipo.int/edocs/pubdocs/
en/marks/845/pub845.pdf, 20.07.2019.

“Kering, Alibaba Settle Counterfeiting Lawsuit. Again. But Will it Stick”,
http://www.thefashionlaw.com/home/kering-alibaba-agree-to-settle-
counterfeiting-lawsuit-again, 23.07.2019.

The Council of Fashion Designers, ,,Brief in Support of the Appellants-
Plaintiffs“, Submission in Tiffany (NJ) inc v eBay Inc, in the Court of
Appeals for the Second Circuit (22 October 2008), https://www.eff.org/
files/filenode/tiffany v_ebay/fashiondesignersamicus.pdf, 23.07.2019.

Cyncka npakca

Bpxosuu cyn CAJl, Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844
(1982).

Amnenammonu cyn CAJl, Hard Rock Café Licensing v. Concession Services,
Inc 955F.2d 1143 (1992).

Anenarmonu ¢y CAJL, Fonovisa, Inc. v. Cerry Auction, Inc., 76F.3d259 (1996).
Oxpyxnu cyn CA/l, Tiffany Inc v. eBay Inc, 576F Supp 2d, 463 (SD NY,

666



J. A. Hepuwuh Ilpasna pujeu

2008).

Amnenammonu cyn CAJ, Tiffany (NJ) Inc v eBay Inc, 600 F 3d 93 (2nd Cir
NJ, 2010).

Oxpyxnu cyn CAJl, Gucci Am. Inc. v. Alibaba Grp. Holding Ltd., 15-
cv03784 (S.D.N.Y. 2015).

TOWARDS REFORM OF INTERNET ITERMEDIARY LIABILITY
FOR TRADEMARK INFRINGEMENT - CASE GUCCI V. ALIBABA

Jelena Ceranic Perisic, Ph.D*
Summary

Internet intermediary liability for trademark infringement is considered
to be one of the most difficult issues which Intellectual Property Law is
currently facing. Trademarks are often infringed on e-commerce platforms
by selling counterfeit goods. Internet intermediaries are not necessarily
directly related to trademark infringement. However, by providing services,
they make it possible for internet users to sell counterfeit goods. In US the
secondary liability doctrine is a result of case law. This doctrine, established
in early eighties, has been fine-tuned and the scope of its application has
been enlarged, inter alia, to auction sites. In recent years, the number these
auction cites has significantly increased and their mode of the functioning
has been changed. Therefore, the secondary liability doctrine seems not to be
adequate for application in the modern internet economy era. In the wake of
recently resolved Gucci v. Alibaba litigation, the paper presents an attempt
to shed light on the necessity of reforming internet intermediary liability
standards. Although brands owners currently bear the burden of policing their
trademarks for infringement such as counterfeits on e-commerce platforms,
such marketplaces should have a duty to implement effective policy regarding
users’ trademark infringement on their website. Moreover, e-commerce
platforms must cooperate with brand owners who report infringing item listings
by removing such listings in a timely fashion and sanctioning users who sell
counterfeits and infringe upon intellectual property. In doing so, e-commerce
will share the burden of policing counterfeiters with brand owners, resulting

* Senior Research Fellow, Institute of Comparative Law
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in a partnership to effectively combat trademark infringement.
Key words: secondary liability, internet intermediaries, trademark
infringement, e-commerce, counterfeit goods.
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